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Remarks 


Appellant respectfully submits the following responses to the Examiner's 
Answer and, more particularly, to the Examiner's arguments in Section 11 (beginning 
on page 6 of the Examiner's Answer) in order to clarify Appellant's response and/or to 
traverse the Examiner's new arguments. 

Regarding the Examiner's comments relative to Wing and Jackson references 
on page 6 of the Examiner's Answer, the Examiner states: 

"First, Jackson discloses a port 63. Second, Wing discloses a 
port (the end opening of tube 40 which is coupled to housing 
26 meets the limitation of a 'port'." 

Appellant traverses this new argument. 

The Examiner appears to be overlooking Appellant's claim language. 
Appellant respectfully submits that the invention of Claim 1 requires the following 
element: 

a port mounted in an exterior wall of the building, said port 
being adapted to receive a discharge portion of a fluid injection 
device wherein the injection device includes an inert gas inlet, 
a pesticide inlet, and valve means for selectively providing 
inert gas and pesticide to the discharge portion,... (emphasis 
added) 

The tubing 40 in Wing is "discharge tubing" and cannot receive a discharge 
portion of an injection device. Appellant's comments in Appellant's Brief relative to 
how a technician uses Appellant's system were merely intended to help the Board 
understand a use of the claimed system. 


Serial No. 09/800,153 


-3- 


Appellant argued in its Brief that Jackson did not show a valve or valve means 
as claimed by Appellant. The Examiner apparently conceded that argument, but now 
argues that Appellant's argument was misplaced because "Wing teaches such 
features. 1 ' The Examiner states: 

Wing discloses, in column 2, line 70, that valves 33 and 34 are 
normally closed. Wing discloses, in column 4, lines 39-57, 
selectively opening valve 33 to provide insecticide. Wing then 
discloses valve 33 and opens valve 34 to provide the propellant 
gas in container 15. Examiner's Answer page 6, line 20 to page 
7, line 2. 

Appellant again emphasizes that the end of tube 40 in Wing cannot receive, and is 
not adapted to receive, a discharge portion of a fluid injection device as recited in 
Appellant's claim 1. Neither valve 33 nor valve 34 of Wing can perform the function 
of an injection device that is adapted to be received in a port as needed in 
Appellant's claim 1 . Further the valves 33 and 34 lack the other features of 
Appellant's injection device (e.g., valve means for selectively switching, etcetera). 

The Examiner's statement that the opening of tube 40, which is coupled to 
housing 26, meets the limitation of Appellant's "port" is also incorrect because 
Appellant's claim 1 clearly requires that the port be mounted on an exterior wall of a 
building and that the port be adapted to receive a discharge portion of a fluid injection 
device. Accordingly, even if the Examiner's interpretation that the tubing 40 in Wing 
was a port, it still fails because it is incapable of receiving a discharge portion of a 
fluid injection device. Also, if it was a port as the Examiner suggests, then it would 
presumably be open (so it can receive an injection device), which would seem to 
suggest that the Wing fumigant and gas would escape to the atmosphere when 
valves 33 and 34 are open. This modification of Wing destroys the teaching of Wing. 
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Again, the valves 33 and 34 are not injection devices having the gas inlet, 
pesticide inlet and valve means as recited in Appellant's claim 1 . The valves 33 and 
34 are incapable of selectively providing inert gas and pesticide to the discharge 
portion. For these reasons and for the reasons set forth in Appellant's Brief, the 
Examiner's apparent suggestion to combine these valves is based upon hindsight 
using the teaching of Appellant's disclosure, which is improper. The Examiner also 
appears to be modifying the references in a manner that would either destroy the 
teaching of the references or would require significant engineering changes to one or 
both references. 

In response to Appellant's argument that there is no motivation to combine 
Jackson and Wing, the Examiner states that the motivation for combining these two 
references is that, "it's common knowledge and common sense that a 'non-explosive 
propellant' reduces or eliminates the risk of explosion resulting in a safer device for 
technicians to operate." 

First, there is no motivation or teaching in Jackson, contrary to the Examiner's 
assertion, that suggests that Jackson uses an explosive propellant, or if it does, that it 
needs to be modified to use a non-explosive propellant. Indeed, column 3, lines 2-5 
suggest a fumigant under pressure, which does not necessarily even suggest the use 
of a separate explosive propellant of the type referred to in Wing. 

Second, even assuming, arguendo, that is proper to combine the non- 
explosive propellant of Wing with Jackson, the resultant combination (i.e., Jackson 
used with a non-explosive propellant) fails to teach of Appellant's invention as 
claimed in claim 1 because Jackson lacks an injection device, which the Examiner 
concedes on page 3 (fifth paragraph) of the Office Action dated December 24, 2003. 

Finally, if the problem to be overcome is eliminating use of an explosive 
propellant, then there is simply no reason to combine Wing with Jackson. Rather, it 
would seem that the skilled artisan would rely on the Wing reference alone. Stated 
another way, there would be no motivation or need to use the device of Jackson with 
Wing if the goal is to use a non-explosive propellant which Wind teaches alone. 
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Again, Appellant can find no teaching in Jackson that even suggests that it is using 
an explosive propellant or the need to use a non-explosive propellant. For the 
reasons set forth in Appellant's Brief and for the reasons mentioned, Appellant can 
find no motivation to combine these references and such combination is improper. 

Appellant traverses Examiner's statements at the bottom of page 8 and top of 
page 9 of the Examiner's Answer relative to the limitations of Appellant's claim 1. 
Appellant respectfully submits that Appellant is not claiming a plurality of elongate 
tube members alone eer se, but rather, Appellant claims these members in 
combination with the system of claim 1 which comprises the port mounted in an 
exterior wall of the building, the distribution manifold, a plurality of elongate tubing 
members, each having fluid discharge openings spaced along the tubing members, 
where the port is adapted to receive a discharge portion of a fluid injection device 
wherein the injection device includes an inert gas inlet, a pesticide inlet and a valve 
means for selectively providing the gas and pesticide to the discharge portion. 
Appellant is not limiting its claim 1 to one straight tube as the Examiner suggests, and 
the Board is respectfully directed to the precise elements of Appellant's claims as 
recited. 

Regarding the Examiner's rebuttal relative to the Hill reference, Appellant 
refers to its arguments in Appellant's Brief, except that Appellant again emphasizes 
that Wing and Jackson contemplate a permanent reservoir or tank with no motivation 
to add wheels or any transport capability. Indeed, if wheels were added to the tank 
14 of Wing, this would necessarily require that wheels be added to the tank 15, 
neither of which is contemplated by the Wing reference. Clearly, Wing contemplates 
a fixed, stationary reservoir which is shown inside the building. 

Regarding the Examiner's response to Appellant's argument relative to the 
Cann reference, the Examiner states, "the subject invention relates to an apparatus 
and method for measuring paint usage in a painting system" (Examiner's original 
emphasis). Clearly, Cann is a paint system and the device of Cann is intended to be 
used in a paint system for measuring paint in the paint system as emphasized and 
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acknowledged by the Examiner. There would be no motivation to add a paint 
measuring device, to either of Jackson or Wing or the combination of Jackson with 
Wing. Indeed, neither Jackson nor Wing suggests the need for using any measuring 
device, let alone a paint measuring device to measure either fumigant or propellant 
(both of which would seem to be required if such a modification would be made to 
Wing, for example). 

Regarding the Examiner's statements relative to the Konieczynski reference, 
the Board is respectfully directed to the arguments made in the Appellant's Brief. 

Finally, the Examiner seemed to indicate that he would now enter the 
Amendment of the error of the word "last" to "least." Accordingly, Appellant 
respectfully withdraws its second issue as to the request that the Board direct the 
Examiner to enter Appellant's correction of the misspelling. As stated in Appellant's 
Answer, Appellant will gladly submit a further Amendment to correct the error after 
the Board's respectful consideration of this Appeal. 

For all the foregoing reasons and for the reasons stated in Appellant's Brief, 
Appellant respectfully requests that the Board reverse the Examiner's rejections of 
claims 1-5 and 7-12. 


Respectfully submitted, 


JACOX, MECKSTROTH & JENKINS 


By. 
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